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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )Kl Responsive to communication(s) filed on 17 August 2001 . 
2a)D This action is FINAL. 2b)El This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is . 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-25 is/are pending in the application. 

4a) Of the above claim(s) 9-25 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) ^ Claim(s) 1^3 is/are rejected. 

7) ^ Claim(s) 4^ is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)Q accepted or b)0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§ 119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) D The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 



Attachment(s) 

1 ) [3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) D Notice of Informal Patent Application (PTO-152) 

3) £3 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 6 . 6) □ Other: 
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Applicants' Preliminary Amendment, filed on August 6, 2001, has been made of record and 
entered. In this amendment, the Specification has been amended to more clearly describe the Figures. 
No claims have been canceled or added; claims 1-25 remain pending in this application. 




Election/Restriction 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-8, drawn to a process for preparing a starch, classified in class 127, subclass 65. 

II. Claims 9-15, 18-22, and 25, drawn to a starch product, classified in class 127, subclass 52. 

III. Claims 16 and 23, drawn to a foodstuff, classified in class 426, subclass 658. 

IV. Claims 17 and 24, drawn to a cosmetic and/ or personal care product, classified in either 
class 424, class 514, or class 414, subclass (in all three classes) various. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process of making and product made. The inventions are 
distinct if either or both of the following can be shown: (1) that the process as claimed can be used to 
make other and materially different product or (2) that the product as claimed can be made by another 
and materially different process (MPEP § 806.05(f)). In the instant case the product as claimed can be 
made by another or materially different process, such as by steam- or jet-cooking. 

3. Inventions I and III are unrelated. Inventions are unrelated if it can be shown that they are not 
disclosed as capable of use together and they have different modes of operation, different functions, or 
different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different inventions have 
different functions. 

4. Inventions I and IV are unrelated. Inventions are unrelated if it can be shown that they are not 
disclosed as capable of use together and they have different modes of operation, different functions, or 
different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different inventions have 
different functions. 
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5. Inventions II and III are unrelated. Inventions are unrelated if it can be shown that they are not 
disclosed as capable of use together and they have different modes of operation, different functions, or 
different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different inventions have 
different functions. 

6. Inventions II and IV are unrelated. Inventions are unrelated if it can be shown that they are not 
disclosed as capable of use together and they have different modes of operation, different functions, or 
different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different inventions have 
different functions. 

7. Inventions III and IV are unrelated. Inventions are unrelated if it can be shown that they are not 
disclosed as capable of use together and they have different modes of operation, different functions, or 
different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different inventions have 
different functions. 

8. Because these inventions are distinct for the reasons given above and have acquired a separate 
status in the art as shown by their different classification, restriction for examination purposes as 
indicated is proper. 

9. During a telephone conversation with Thaddius Carvis on November 4, 2003, a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-8. Affirmation of this 
election must be made by applicant in replying to this Office action. Claims 9-25 are withdrawn from 
further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

10. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently named 
inventors is no longer an inventor of at least one claim remaining in the application. Any amendment of 
inventorship must be accompanied by a request under 37 CFR 1.48(b) and by the fee required under 37 
CFR 1.17(i). 
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Claim Objections 



11. Claims 4-8 are objected to under 37 CFR 1.75(c) as being in improper form because a multiple 
dependent claim cannot depend from any other multiple dependent claim. See MPEP § 608.01(n). 
Accordingly, the claims have not been further treated on the merits. 

Claims 4-8 are objected to because their multiple dependency includes claim 3, which depends 
from "Claim lor 2". 

12. Claim 3 is objected to because of the following informalities: 

In claim 3, the word "acetylayted" appears to be the word "acetylated" misspelled. 
Appropriate correction is required. 



13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in 
the United States before the invention thereof by the applicant for patent, or on an international 
application by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 
371(c) of this title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 (AIPA) 
and the Intellectual Property and High Technology Technical Amendments Act of 2002 do not apply 
when the reference is a U.S. patent resulting directly or indirectly from an international application filed 
before November 29, 2000. Therefore, the prior art date of the reference is determined under 35 U.S.C. 
102(e) prior to the amendment by the AIPA (pre- AIPA 35 U.S.C. 102(e)). 

14. Claims 1-3 are rejected under 35 U.S.C. 102(e) as being anticipated by Papadopoulos et al. (U. 
S. Patent No. 6,617,446). 



Claim Rejections - 35 USC § 102 
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Papadopoulos et al. teach cold water swellable (CWS) starches prepared by methods known in 
the art see col. 1, lines 46-50 of Papadopoulos et al. 

Starch sources for preparing the CWS starches include potato and tapioca (see col. 2, lines 4-8 of 
Papadopoulos et al), as well as starches that have been crosslinked, acetylated, hydroxypropylated, 
phosphorylated, and succinate and substituted succinate derivatives of starch. See col. 2, lines 19-29 of 
Papadopoulos et al., as well as col. 3, lines 15-22, which discloses additional suitable starches, such as 
those stabilized with propylene oxide and crosslinked with phosphorus oxychloride. 

The CWS starch may also be pregelatinized. See col. 2, lines 43-48 of Papadopoulos et al. Such 
pregelatinization may be done by simultaneous cooking and spray drying, such as described in U. S. 
Patent No. 5,149,799 (incorporated by reference, see col. 3, lines 1-5 of Papadopoulos et al.). The '799 
patent discloses cooking and spray drying conditions of temperature and vapor pressure (moisture) to 
result in cooking or gelatinzation of the starch, to produce a cold-water-swelling, pregelatinized starch 
having a minimum of granule breakage or heat damage (col. 6, line 4 to col. 7, line 60). 

The CWS starches of Papadopoulos et al. exhibit an increase in viscosity throughout mixing and 
holding periods. See Examples 2-5 of Papadopoulos et al. 

In view of these teachings, Papadopoulos et al. anticipate claims 1-3. 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Patricia L. Hailey whose telephone number is (703) 308-3317. The examiner can 
normally be reached on Mondays-Thursdays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Mark 
L. Bell can be reached on (703) 308-3823. The fax phone number for the organization where this 
application or proceeding is assigned is (703) 872-9310. 
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Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is 308-0661. 

After the move to the new USPTO Headquarters in Alexandria, Virginia, tentatively scheduled 
for the week of December 22, 2003, Examiner Hailey's new phone number will be (571) 272-1369 and Mr. 
Bell's new phone number will be (571) 272-1362. 



J^ru^ail^ 

foJaminer. Art Unit 1 755 /^/MBSk L Bell 



Examiner, Art Unit 1755 , 

November 13, 2003 Supervisory Patenl E>am«ner 

Technology Center 170 ; 



